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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 16 January 2007 . 
2a)IEl This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 , 453 O.G. 213. 

Disposition of Claims 

4) |3 Claim(s) 1-30 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6® Claim(s) 1-30 is/are rejected. 

7) D Claim(s)_ is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52, 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Detailed Action 

1. This is in response to the arguments filed on 01/16/2007. 

2. Claims 1 -30 are pending in the application. 

3. Claims 1-30 have been rejected. 

< 

4. Examiner appreciates the documents submitted with the 37 CFR 1 .1 31 . 
Examiner wants to cite some important requirements from MPEP regarding the 37 CFR 
1.131 practice before going to perform in details examination of the submitted 
evidences. 

I. GENERAL REQUIREMENTS 

The essential thing to be shown under 37 CFR 1. 131 is priority of invention and this may be done by any satisfactory 
evidence of the fact. FACTS, not conclusions, must be alleged. Evidence in the form of exhibits may accompany the affidavit 
or declaration. Each exhibit relied upon should be specifically referred to in the affidavit or declaration, in terms of what it is 
relied upon to show. 

A general allegation that the invention was completed prior to the date of the reference is not sufficient. Ex parte Saunders, 
1883 CD. 23, 23 O.G. 1224 (Comm'r Pat. 1883). Similarly, a declaration by the inventor to the effect that his or her 
invention was conceived or reduced to practice prior to the reference date, without a statement of facts demonstrating the 
correctness of this conclusion, is insufficient to satisfy 37 CFR 1.131. 37 CFR 1.131(b) requires that original exhibits of 
drawings or records, or photocopies thereof, accompany and form part of the affidavit or declaration or their absence 
satisfactorily explained. 

The affidavit or declaration and exhibits must clearly explain which facts or data applicant is 
relying on to show completion of his or her invention prior to the particular date. Vague and 
general statements in broad terms about what the exhibits describe along with a general 
assertion that the exhibits describe a reduction to practice "amounts essentially to mere 
pleading, unsupported by proof or a showing of facts" and, thus, does not satisfy the 
requirements of 37 CFR 1.131(b). In re Borkowski, 505 F.2d 713, 184 USPQ 29 (CCPA 
1974). Applicant must give a clear explanation of the exhibits pointing out exactly what facts 
are established and relied on by applicant. 505 F.2d at 718-19, 184 uspq at 33. See also in re Harry, 

333 F.2d 920, 142 USPQ 164 (CCPA 1964) (Affidavit "asserts that facts exist but does not tell what they are or when they 
occurred."). 

III. THREE WAYS TO SHOW PRIOR INVENTION 

The affidavit or declaration must state FACTS and produce such documentary evidence and exhibits in support thereof as are 
available to show conception and completion of invention in this country or in a NAFTA or WTO member country (MPEP § 
715.07(c)), at least the conception being at a date prior to the effective date of the reference. Where there has not been 
reduction to practice prior to the date of the reference, the applicant or patent owner must also show diligence in the 
completion of his or her invention from a time just prior to the date of the reference continuously up to the date of an actual 
reduction to practice or up to the date of filing his or her application (filing constitutes a constructive reduction to practice, 37 
CFR 1.131). 

715.07(a) Diligence 

Where conception occurs prior to the date of the reference, but reduction to practice is afterward, it is not enough merely to 
allege that applicant or patent owner had been diligent. Ex parte Hunter, 1889 CD. 218, 49 O.G. 733 (Comm'r Pat. 1889). 
Rather, applicant must show evidence of facts establishing diligence. In determining the sufficiency of a 37 CFR 1.131 



Application/Control Number: 10/600,124 Page 3 

Art Unit: 2136 

affidavit or declaration, diligence need not be considered unless conception of the invention prior to the effective date is 
clearly established, since diligence comes into question only after prior conception is established. Ex parte Kantor, 177 USPQ 
455 (Bd. App. 1958). What is meant by diligence is brought out in Christie v. Seybold, 1893 CD. 515, 64 O.G. 1650 (6th 
Cir. 1893). In patent law, an inventor is either diligent at a given time or he is not diligent; there are no degrees of diligence. 
An applicant may be diligent within the meaning of the patent law when he or she is doing nothing, if his or her lack of 
activity is excused. Note, however, that the record must set forth an explanation or excuse for the inactivity; the USPTO or 
courts will not speculate on possible explanations for delay or inactivity. See In re Nelson, 420 F.2d 1079, 164 USPQ 458 
(CCPA 1970). Diligence must be judged on the basis of the particular facts in each case. See MPEP § 2138.06 for 
a detailed discussion of the diligence requirement for proving prior invention. Under 37 CFR 1.131, the critical period in 
which diligence must be shown begins just prior to the effective date of the reference or activity and ends with the date of a 
reduction to practice, either actual or constructive (i.e., filing a United States patent application). Note, therefore, that only 
diligence before reduction to practice is a material consideration. The "lapse of time between the completion or reduction to 
practice of an invention and the filing of an application thereon" is not relevant to an affidavit or declaration under 37 CFR 
1.131. See Ex parte Merz, 75 USPQ 296 (Bd. App. 1947). Form paragraph 7.62 (reproduced in MPEP § 715) may be used 
to respond to a 37 CFR 1.131 affidavit where diligence is lacking. 



Response to Amendment 

5. The affidavit filed on 01/16/2007 under 37 CFR 1 .131 has been considered but 

is ineffective to overcome the Teicher's reference. 



CONCEPTION 

6. The evidence submitted is insufficient to establish a conception of the 
invention prior to the effective date of the May 25, 2003 reference. While conception is 
the mental part of the inventive act, it must be capable of proof, such as by 
demonstrative evidence or by a complete disclosure to another. Conception is more 
than a vague idea of how to solve a problem. The requisite means themselves and their 
interaction must also be comprehended. See Mergentkaler v. Scudder, 1897 CD. 724, 
81 O.G. 1417 (D.C. Cir. 1897). 

On applicant's arguments dated 01/16/2007, applicant states that the accompanying 
Rule 131 declarations establish conception of the instant invention prior to January 24, 
2003. Applicant further states that the terms of "OB" stands for "Own blob" (first backup 
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data at peer#1 ) and "PB" stands for "partner's for Blob" (first backup data at peer #2). 
So applicant intended to be interpreted "OB" stands for "Own blob" (first backup data at 
peer#1 ) and "PB" stands for "partner's for Blob" (first backup data at peer #2). 
Firstly, affidavits or declarations presented to show that the disclosure of an application 
is sufficient to one skilled in the art are not acceptable to establish facts which the 
specification itself should recite. In re Buchner, 929 F.2d 660, 18 USPQ2d 1331 (Fed. 
Cir. 1991) (Expert described how he would construct elements necessary to the claimed 
invention whose construction was not described in the application or the prior art; this 
was not sufficient to demonstrate that such construction was well-known to those of 
ordinary skill in the art.); In re Smyth, 189 F.2d 982, 90 USPQ 106 (CCPA 1951). 
Secondly, Affidavits or declarations purporting to explain the disclosure or to interpret 
the disclosure of a pending application are usually not considered. In re Oppenauer, 
143F.2d 974, 62 USPQ 297 (CCPA 1944). Accordingly, applicant has not met the 
burden of showing conception prior to the date of references. 
Finally, Examiner has reviewed the supporting exhibits and reliance of applicant for 
support of the conception. However, examiner does not find any sufficient information to 
support conception. Examiner failed to locate any support in the disclosure that 
corresponds to the claims as exhibit is interpreted without any purported way to explain 
the claim. 
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DILIGENCE 

1 . The evidence submitted is insufficient to establish diligence from a date prior to 
the date of reduction to practice of the Teicher*s reference to either a constructive 
reduction to practice or an actual reduction to practice. 

3. The essential thing to be shown under 37 CFR 1 .1 31 is priority of invention and 
this may be done by any satisfactory evidence of the fact. 

(b) In determining the sufficiency of a 37 CFR 1.131 affidavit or declaration, 
Diligence need not be considered unless conception of the invention prior to the 
effective date is clearly established, since diligence comes into question only after prior 
conception is established. Ex parte kantor, 177 USPQ 455 (Bd. App. 1958) 

(c) An applicant must account for the entire period during which diligence is 
required. Gouldv Schawlow, 363 F.2d 908, 919, 150 USPQ 634, 643 (CCPA 1966) 
(Merely stating that there were no weeks or months that the invention was not worked 
on is not enough.); In re Harry, 333 F.2d 920, 923, 142 USPQ 164, 166 (CCPA 
1964) (statement that the subject matter "was diligently reduced to practice" is not a 
showing but a mere pleading). A 2-day period lacking activity has been held to be fatal. 
In re Mulder, 716 F.2d 1542, 1545, 219 USPQ 189, 193 (Fed. Cir. 1983) (37 CFR 1.131 
issue); Fitzgerald v. Arbib, 268 F.2d 763, 766, 122 USPQ 530, 532 (CCPA 1959) 
(Less than 1 month of inactivity during critical period. Efforts to exploit an invention 
commercially do not constitute diligence in reducing it to practice. An actual reduction to 
practice in the case of a design for a three-dimensional article requires that it should be 
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embodied in some structure other than a mere drawing.); Kendall v. Searies, 173 F.2d 
986, 993, 81 USPQ 363, 369 (CCPA 1949) (Diligence requires that applicants must be 
specific as to dates and facts.). 

The period during which diligence is required must be accounted for by either 
affirmative acts or acceptable excuses. Rebstock v. Flouret, 191 USPQ 342, 345 (Bd. 
Pat. Inter. 1975); Rieserv. Williams, 225 F.2d 419, 423, 118 USPQ 96, 100 (CCPA 
1958). The diligence of attorney in preparing and filing patent application inures to the 
benefit of the inventor. Conception was established at least as early as the date a draft 
of a patent application was finished by a patent attorney on behalf of the inventor. 
Conception is less a matter of signature than it is one of disclosure. Attorney does not 
prepare a patent application on behalf of particular named persons, but on behalf of the 
true inventive entity. Six days to execute and file application is acceptable. Haskell v. 
Colebume, 671 F.2d 1362, 213 USPQ 192, 195 (CCPA 1982). See also Bey v. 
Kollonitsch, 866 F.2d 1024, 231 USPQ 967 (Fed. Cir. 1986) (Reasonable diligence is all 
that is required of the attorney. Reasonable diligence is established if attorney worked 
reasonably hard on the application during the continuous critical period. If the attorney 
has a reasonable backlog of unrelated cases which he takes up in chronological order 
and carries out expeditiously, that is sufficient. Work on a related case(s) that 
contributed substantially to the ultimate preparation of an application can be credited as 
diligence.). 

The examiner has reviewed the supporting exhibits and does not find any 
specific date of activities, no indications of activities (gaps in the period) and no 
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activities toward practice of the invention. Applicant failed to show any evidence of due 
diligence in continuous manner from the conception date (January 24, 2003) to 
reduction to practice (June 20, 2003). There is no information in regard to the almost 
five months (from January 24, 2003 to June 20, 2003) and whether there were any 
changes to the application during the above said period. Applicant's only statement 
"submitting and working with patent attorney J. Scott to prepare the application" does 
not fulfill the reguirement of continuous time to time basis evidence of diligence practice 
for five months. Therefore, no diligence is shown. 

Conclusion 

22. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this action. In the event a first reply 
is filed within TWO MONTHS of the mailing date of this final action and the advisory action is 
not mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Mohammad w. Reza whose telephone number is 571-272-6590. The 
examiner can normally be reached on M-F (9:00-5:00). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
MOAZZAMI NASSER G can be reached on (571)272-4195. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Mohammad Wasim Reza 
AU2136 




